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The success of a trade mark depends on a mix of good 
decisions based on marketing, design, management and 
legal considerations. Ignoring these considerations can 
lead to fortunes being spent on trade marks with 
inherent marketing and legal defects. 

 
Succinctly stated, a successful trade mark: 
• secures goodwill; 
• builds brand loyalty; 
• becomes a symbol of quality or value; 
• differentiates a product or service or organisation; 
• encourages the confidence of investors, consumers 

and licensees; 
• provides "armour" against potential competitors 

and infringers; and 
• stores value as an asset recognised by legal and 

accounting principles. 
 

Consider for a moment how these characteristics of a 
successful trade mark are illustrated by the following: 
 

 UK brand leaders US brand leaders  
 in their categories in 1933 in their categories in 1933 
 
 STORK (margarine) COCA-COLA (soft drink) 
 KELLOGG'S (cornflakes) DEL MONTE (canned fruit) 
 CADBURY'S (chocolate) WRIGLEY (chewing gum) 
 ROWNTREE (pastilles) NABISCO (biscuits) 
 SCHWEPPES (mixer drinks) CAMBELL'S (soup) 
 BROOKE BOND (tea) LIPTON (tea) 
 COLGATE (toothpaste) IVORY (soup) 
 EVER READY (batteries) EVER READY (batteries) 
 GILLETTE (razors) GILLETTE (razors) 
 HOOVER (vacuum cleaners) GOODYEAR (tyres) 
 

 
All these brands were still brand leaders in 1983 
according to a prominent advertising agency, Saatchi & 
Saatchi (souce: Advertising Age, 19 September 1983). 

 
At Dilanchian we are involved in protecting and 
registering many trade marks as well as company and 
business names. Our experience shows that 
commonsense guidance can be given for the selection, 
use, management and protection of marks and names, 
whether they be registered or unregistered. 
 
The 10 tips below sets out practical, pithy general 
guidance. It is relevant for company and business names, 

brands, logos and combinations of these. For 
convenience they are all referred to below as "trade 
marks". Such trade marks include words written in 
common print (eg business or company names), brand 
names written in a distinctive graphic form (eg Coca-
Cola, Ford and Kellogg's), devices (eg Apple 
Computer's apple logo, Rolls Royce's flying lady) or 
composite marks which combine these or other elements. 
 
1. Make The Trade Mark Prominent 
 
The ideal trade mark brainstormer is someone with 
marketing know-how and skills, a working knowledge of 
legal considerations and a policy of checking directories 
(eg telephone and trade directories).  
 

 Marketers often want to use descriptive names while 
legal advisers counsel against them but for "distinctive" 
marks. This difference reflects the different aim 
marketing and law have for trade marks. Marketers 
want a trade mark which attracts buyers to be capable 
of protection. However the law gives monopoly 
ownership to a mark only if various policy considerations 
are satisfied. The purpose of this article is to highlight 
these considerations. 
 
A prominent trade mark is more easily protected. Ways 
to maximise prominence are noted below. 
 
Use notices liberally. Notices signify trade mark 

status. (i) Label the trade mark with the 
symbol ® if it is registered, or the symbol 
"TM" if it is unregistered. (ii) Also, place an 
asterisk next to the trade mark and a 
nearby statement of ownership eg "* Trade 
Mark of Assets Pty Limited". (iii) An 
additional notice can be added if the trade 
mark has a design or other elements 
attracting copyright protection - 
COPYRIGHT © [name of owner] [year of 
first publication]. 
 

Use the trade mark as the first word. It is 
preferable for the trade mark to be the first 
word where other words are included eg 
GIO Insurance, GIO Finance etc. To stop 
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reference being made to "NAB", the 
National Australia Bank increased the size 
of the word NATIONAL in its logo so as to 
promote that first word. 
 

Use the trade mark as a trade mark. In essence a 
trade mark is a word or symbol used to 
identify the trade origin of products or 
services. Including the trade mark in a 
jumble of other marks (as sometimes occurs 
on letterheads, magazine mastheads and 
packages) does not by itself give a mark 
trade mark status under the law. Instead, the 
trade mark should be prominently 
positioned. On books it should be put on the 
spine and the imprint page and on clothes it 
should be put on the outfit or on a swing 
tag. To illustrate the point: the owner of 
PANADOL failed in a 1991 judgment to 
protect the mark CAPLETS which was less 
prominently used on its package and in the 
court's view was not being used as a trade 
mark.  
 

Don't Use immaterial matter. The word "The" 
before a trade mark may seem to bestow 
status. But it is more certain that it confuses 
directories, list makers and, potentially, your 
legal rights. A clutter of immaterial words, 
graphic frills like circles and lines, flags, 
maps of Australia or kangaroo symbols 
often add little that is unique or even 
original and merely weigh down a mark thus 
reducing its impact. No monopoly can be 
gained in some of these items, so it may be 
best to avoid them. Taking the focus off the 
material subject matter is dangerous 
because when a comparison is made with a 
competitor's or infringer's mark everything is 
compared with equal weight. 

 
2. Problem Marks to Avoid 
 

 We turn now to tip no. 2. Legal Darwinianism is at work 
in the treatment of trade marks by courts. Emerging out 
of the legal gauntlets, the survivers (or rather winners) 
tend to be those at the top of the following hierarchy: 

 
(a) invented or fanciful marks eg KODAK is an 

invented word and APPLE is a fanciful word 
when applied to computers; 

(b) suggestive marks ie those which convey 
some information regarding the goods or 

services but not enough to be directly 
descriptive eg PRUDENTIAL (insurance); 

(c) directly descriptive marks eg AUSTRALIAN 
FINANCIAL REVIEW; 

(d) generic marks eg ASPIRIN, CELLOPHANE 
and THERMOS. 

 
 The types of marks discussed below are unregistrable or 

difficult to register or protect. Ideally they should be 
avoided if registration is desired.  

 
Directly descriptive marks. Since it makes their 

job easier, marketers and sales people 
prefer marks which describe the product or 
service eg PERFUME for perfume or 
HAMBURGERS GALORE for a fast food 
franchise. However trade mark law refuses 
to grant a monopoly for words or symbols 
that are common to the trade to which a 
mark relates. Still, descriptive words can be 
protected under other branches of the law if 
they have acquired a secondary meaning 
linked to their owner. However some 
descriptive words can become so well known 
that they acquire a secondary meaning 
linking them to one owner eg PIZZA HUT, 
RED ROOSTER, KENTUCKY FRIED CHICKEN 
(now KFC). 
 

Surnames. Reject a mark used as a surname, 
unless it is highly uncommon. A specific test 
for this is applied by the Australian Trade 
Marks Office. To determine if a word is a 
surname check with telephone directories. 
However surnames can become so well 
known that they too acquire a secondary 
meaning eg SUSANS (clothing), 
McDONALDS (fast food) and GRACE BROS 
(retailing). 
 

Geographic names. Reject a mark which has a 
geographic meaning (eg Australia, Bali, 
Tokyo) especially if the geographic site is a 
centre from which the relevant products or 
services are known to originate. The 
exception is where it is a very obscure name. 
To determine if a word has a geographic 
meaning check with atlases. The following 
geographic names have been held 
unregistrable - MICHIGAN for heavy 
engineering equipment, LIVERPOOL for 
cables and GREAT WESTERN for wine. By 
way of exception, TIJUANA SMALLS has 
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been accepted for cigarettes and in the 
United Kingdom ROMAN HOLIDAY for 
cosmetics. 
 

Laudatory words. Reject a laudatory mark eg 
PERFECTION for soap, LESS for 
pharmaceuticals. 
 

Slogans. Slogans are generally not registrable as 
they are considered not to be distinctive 
unless sufficient reputation or goodwill can 
be established. Slogans with substantial 
reputation include IF THEY WERE ANY 
TOUGHER, THEY'D RUST (clothes), I FEEL LIKE 
A TOOHEYS OR TWO (beer) and DON'T 
LEAVE HOME WITHOUT IT (credit card). 
 

Initials. It is difficult to invest initials with real 
personality and distinctiveness. They also 
have a number of other inadequacies. It is 
difficult (and in most countries impossible) to 
register initials as trade marks. Initials can 
be frustrating for consumers as they can be 
difficult to look up in a telephone directory. 
The same initials can identify different 
organisations eg ABC for American 
Broadcasting Corporation or Australian 
Broadcasting Corporation. It is possible the 
initials may have to vary from one country to 
another - NATO (North Atlantic Treaty 
Organisation) is known in Spain as OTAN 
(Organizacion Tratado Atlantico Norte). Still, 
some initials have gained great fame eg 
TDK, IBM, VW, RCA. 

 
3. Characteristics of the Ideal Trade Mark 
 

 While the rules are few, here are some useful general 
characteristics of the ideal trade mark. Critically, they 
help to limit the scope for copy cats seeking to take 
advantage of the research, skill, effort and goodwill of 
the original trade mark.  
 
Invented and fanciful trade marks are ideal. 

Among the best trade marks are those which 
are invented words (eg XXXX, KODAK, 
EXXON or SONY) and those which are 
ordinary words having an unexpected or 
fanciful connection with the relevant product 
or service (eg APPLE (record label), SWAN 
(beer), SNAP (printers)). 
 

Short words are preferred. Words with one or 
two syllables are better and more than 

three should be avoided. Short words have 
a more immediate visual and aural impact 
and they are more easily pronounced, which 
is important for phone sales. Further, short 
words make it harder for a competitor to 
find a similar but not infringing word. 
 

Marks with visual meaning are preferred. The 
public seem to respond well to logos that 
have some core of meaning, as do logos that 
form optical illusions. Trade marks with 
strong visual meaning include the 
McDonald's big M, the Mercedes-Benz logo 
(it is said the circle with three spokes alludes 
to a steering wheel) and the Woolmark logo 
(it alludes to a skein of wool). Still, purely 
abstract logos have there place and can suit 
organisations whose products are diverse, 
who trade in various countries or who wish to 
convey a contemporary image. 
 

4. Evidence & Record-Keeping Policies 
 
All documents and samples evidencing use of a trade 
mark should be retained on a permanent basis. Such 
evidence is of great use in litigation against infringers 
and negotiations with those who seek to challenge the 
validity of a trade mark registration. It may also 
overcome common objections by registration authorities 
to a trade mark application for registration. 
 
Date your promotions which feature the trade mark. If 
you don't want the date to be prominent then make it 
discreet or coded. 
 
If a trade mark involves design elements, the original 
drawings should all be retained and dated. They may 
comprise evidence of the chain of title of copyright 
ownership.  
 
To clarify questions of ownership the illustrator, agency 
or contractor employed by a commissioning organisation 
to develop a design should sign a copyright assignment 
agreement before any work is commenced. 
 
5. Consider the Effect in Advertising 
 

 When selecting a trade mark consider how it will be 
used in product or service identification (eg packaging, 
brochures, letterheads etc.) as well as in the following 
media: newspapers, magazines, billboards, radio and 
television. The look of the mark will be important in all 
except radio, where the sound will be critical. Where 
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sound is critical, multiple vowels seem to work well eg 
GUCCI, TOYOTA, IGLOO DELI, PIRELLI. 
 
6. Consider International Implications 
 
It has been said that trade marks are the most 
international language in the world.  
 
Global advertising and the internationalisation of trade 
make it important to think beyond national boundaries.  
 
Before adopting a trade mark, and investing time and 
money into it, consider whether there are obstacles to its 
use in the countries where it is likely to be used. 
 
Prior to commencing use or registration procedures in 
Australia, it may be cost effective to carry out searches 
of the more important overseas markets and trade mark 
registers. Otherwise, it may cost more later. As Telecom 
Australia has discovered, the name TELECOM is generic 
and unregistrable in many countries where it seeks to 
trade and so in overseas trade it is to be now known as 
"Telstra". 
 
7. Learning From Trade Mark Leaders 
 
In a recently published book "Brands: An International 
Review" by Interbrand (Mercury Business Books, London, 
1992) in rank order the brands below were evaluated 
as being the world's top 10 brands. They are labeled 
by us inside square brackets by trade mark type. 
 
 
1.  COCA-COLA [Partly invented] 6. IBM [Initials] 
2.  KELLOGG'S [Surname]     7. AMEX [Partly geographic] 
3.  McDONALD'S [Surname]   8. SONY [Invented] 
4.  KODAK [Invented]         9.  MERCEDES-BENZ [Surname] 
5.  MARLBORO [Geographic]  10. NESCAFE [Partly invented] 
 

Surprisingly, some of these marks are geographic 
names, surnames and initials, so they are not of the ideal 
type noted above. 
 
But they have established such an enormous reputation 
that for protection they can rely on the laws of passing 
off, the Trade Practices Act and the Fair Trading Acts. 
Therefore, they are not as reliant, as new marks tend to 
be, upon achieving trade mark registration so as to get 
protection under the Trade Marks Act. For this reason, 
the above guidance still applies regarding ideal marks.  
 
In the same book, the following 40 brands, arranged in 
alphabetical order, are said to constitute those which 
should be added to the top 10 brands listed above to 
arrive at the world's top 50 brands: 
 

 

APPLE ESTEE LAUDER PERRIER 
BACARDI  GILLETTE  PORSCHE 
BLACK & DECKER GREEN GIANT QUAKER 
BMW GUINNESS ROLEX 
BOEING HEINEKEN ROLLS-ROYCE 
CAMPBELL'S HEINZ SCHWEPPES 
CHANEL NO. 5 HERTZ SMIRNOFF 
COLGATE JOHNSON & JOHNSON TAMPAX 
DEL MONTE LEVI'S TOYOTA 
DER SPIEGEL LOTUS (software) VISA 
DOM PERIGNON MARKS & SPENCER WALT DISNEY 
DUNHILL MARS WRIGLEY'S 
DURACELL PAMPERS 
ESSO/EXXON PEPSI-COLA 

 
As the above lists illustrate, while brands for packaged 
goods still dominate, prominent brands have emerged 
for financial services, computer products, retailing, motor 
vehicles and movies. 
 
8. Account For Your Trade Marks 
 

 Adopt trade mark accounting, otherwise you will have 
no idea as to the financial performance of your trade 
mark and will not be able to make informed decisions 
when selling or licensing it. Trade marks are increasingly 
being viewed as separable, transferable assets. You 
should consider disposing of a trade mark that does not 
fit your portfolio and replacing it with another that 
does. 
 
9. License with Finesse 
 

 Good trade marks attract licensees and franchisees who 
can become a source of revenues which the owner of the 
mark cannot otherwise directly tap. As a cult following 
develops revenues are often derived from products that 
have no connection with the original product category 
from which the mark is derived.  
 

 When granting or taking a licence over a trade mark 
obtain advice particularly regarding the rights granted 
(including the duration, territory and type of rights 
granted), degree of exclusivity, financial considerations, 
restraints of trade, termination and dispute resolution 
provisions. Many owners of trade marks impose 
guidelines for their use by licensees or franchisees. These 
guidelines often deal with practical issues such as 
required notices and the size and placement of trade 
marks in printed matter. 
 
10. What to Expect from a Legal Adviser 
 

 Once brainstorming is over and one or a few possible 
marks have been selected, it is time to turn to legal 
advice. The legal process takes a trade mark through a 
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number of stages from application to examination to 
registration to licensing and beyond. 
 

 At the application stage, the adviser's first task is to 
check that there is compliance with legal requirements. It 
is only appropriate to go to the next stage, of 
conducting register searches, after considering if there is 
such compliance. Otherwise costs will be wasted at later 
stages when it is realised that the chosen mark may not 
be easily registered or, worse, may end up not being 
registrable or may infringe another mark. 
 
In most cases it is prudent, prior to lodging a trade mark 
application (particularly for a word mark), to undertake 
a search of relevant trade marks registers to determine 
whether or not there are any similar prior registered 
trade marks or prior applications in respect of the 
relevant goods or services. 
 
Analysis of search results can avoid wasting time and 
money on marks which are already on the relevant 
registers. It can also reveal new ways of representing a 
mark to increase the ease with which registration can be 
achieved and to avoid conflict with marks which are 
already on the relevant registers. 
 
If the searches indicate that the way is clear, then the 
final step at the application stage of a trade mark is to 
carefully prepare each application including its 
description of goods or services so as to maximise the 
exclusivity or monopoly sought in the mark and the 
possibility for registration. This involves using a solicitor 
or trade mark attorney with skill and experience in 
preparing trade mark applications and responding to 
examination reports. 
 
Following registration the adviser's role may turn to 
licensing, action against infringers and preparation of 
related registrations to secure and extend exclusivity. 
 
 
The 10 tips discussed in this article will assist in the 
selection and use of trade marks to protect them and 
their revenue streams. They will help ensure that the 
owner enjoys the many bullet pointed benefits of trade 
marks listed at the beginning of this article. 
 

 

Credits & Dilanchian Solutions 
 
 The first version of this paper was published in B&T 
 Magazine, July 1993. 
 
 Noric Dilanchian founded Dilanchian Lawyers & 
 Consultants in 2000. Dilanchian is a law firm of 
 specialist lawyers and consultants with over 20 years 
 experience in business law, emphasising technology 
 and intellectual property law. The firm integrates 
 legal, business and innovation strategy to audit, 
 manage, identify, develop, protect, register, evaluate, 
 contract and commercialise the intellectual assets of 
 clients. 
 
 Dilanchian’s offerings include a Branding & Trade 
 Mark Registration solution. The solution is a brand 
 development and protection service. At its core are 
 the firm’s trade mark, brand, domain name, company 
 name and business name searching, advisory and 
 registration services. 
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